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any Asian countries have entered into Patent Prosecution 
Highway (PPH) agreements with each other and with 
(XURSHDQ� DQG� 86� SDWHQW� RI¿FHV� WR� HQDEOH� SDWHQW�

DSSOLFDWLRQV�WR�UHTXHVW�D�IDVW�WUDFN�H[DPLQDWLRQ�SURFHGXUH�DW�WKH�
FRUUHVSRQGLQJ�RI¿FH��
 PPH programmes allow for patent owners to leverage 

Patent practitioners engaged in patent prosecution and lawmakers alike have been aiming for a 

global reach for patents, as highlighted by the IP5 PPH and Global PPH agreements entering into 

force recently. Amanda Shuai asks experts if PPH agreements are working as intended. 

0 DOORZDEOH� FODLPV� LQ� RQH� FRXQWU\¶V� SDWHQW� RI¿FH� WR� REWDLQ�
accelerated prosecution of corresponding claims in another 
FRXQWU\¶V�SDWHQW�RI¿FH��7KLV�HQDEOHV�SDWHQW�RZQHUV� WR�REWDLQ�D�

patentability decision in the latter patent 
RI¿FH� PRUH� TXLFNO\�� ZKLFK� FRXOG� EH�
essential in certain market sectors, says 
.HQML� 6XJLPXUD�� SUHVLGHQW� RI� 6XJLPXUD�
,QWHUQDWLRQDO� 3DWHQW� 	� 7UDGHPDUN�
Attorneys in Tokyo.
 The necessary condition for applying 
through PPHs is that at least one claim 
should be evaluated to be positive in the 
search and examination report of the 
2I¿FH� RI� )LUVW� )LOLQJ� �2))�� IRU� JUDQWLQJ�
a patent, says Duan Xiaoling, a senior 
partner and head of the patent team 
DW� :DQ� +XL� 'D� LQ� %HLMLQJ�� 2WKHUZLVH��
it would be impossible to initiate an 
application through such a route. 
� 0RUHRYHU�� WKH�33+�SURJUDPPH�LV�QRW�
applicable if the positive examination 
UHVXOWV� IURP� WKH�2I¿FH�RI�6HFRQG�)LOLQJ�
�26)��KDYH�EHHQ�LVVXHG�HDUOLHU�WKDQ�WKH�
2))��+RZHYHU��ZKHWKHU�WKH�H[DPLQDWLRQ�

UHVXOWV� IURP� WKH� 2))� FRXOG� FRPH� HDUOLHU� LV� RXW� RI� DSSOLFDQWV¶�
FRQWURO� DQG�� VRPHWLPHV�� EH\RQG� WKHLU� H[SHFWDWLRQ�� VD\V� )UHG�
<HQ��PDQDJLQJ�SDUWQHU�DW�7DL�(�,QWHUQDWLRQDO�3DWHQW�	�/DZ�2I¿FH�

Being part of a PPH programme often 
gives an Asian country an edge over 
its own examination standards due 
to the high quality of the USPTO 
and EPO’s search and examination 
practice.
                               - Meenakshi Khurana, partner,

            Khurana & Khurana, Noida

“
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UHVXOWV�RI� WKH�2))�WR�VHUYH�DV�D� MXPSLQJ�RII�SRLQW� IRU� WKH�26)�
FRUUHVSRQGLQJ� DSSOLFDWLRQ�� WKHUHE\� UHGXFLQJ� WKH�26)¶V� VHDUFK�
and examination workload and potentially increasing patent 
TXDOLW\�´� VD\V� 0LDZ� /LQ� 6RK�� GHSDUWPHQW� KHDG� ±� SDWHQWV� DW�
$GYDQ]�)LGHOLV�LQ�.XDOD�/XPSXU�
� 33+�DOORZV�SDUWLFLSDWLQJ�SDWHQW�RI¿FHV�WR�VKDUH�SULRU�DUW�DQG�
H[DPLQDWLRQ� LQIRUPDWLRQ�� 7KXV�� DQ� 26)� FDQ� XVH� WKH� SULRU� DUW�
VHDUFK� DQG� WKH� H[DPLQDWLRQ� SURFHHGLQJV� RI� WKH� 2))�� ZKLFK�
accelerates the examination process, says G Deepak Sriniwas, 
D�SDUWQHU�DQG�KHDG�RI�WKH�SDWHQW�WHDP�DW�/H[2UELV�LQ�1HZ�'HOKL��
³7KLV�DOVR�GHFUHDVHV� WKH�QXPEHU�RI�RI¿FH�DFWLRQV� LQ� WKH�26)��
thus reducing the time for pendency of the application and total 
cost incurred on patent prosecution.”
� $FFRUGLQJ� WR� <HQ�� WKH� 7DLZDQ� ,QWHOOHFWXDO� 3URSHUW\� 2I¿FH�
�7,32�� KDV� PRGL¿HG� LWV� RULJLQDO� 33+� SURJUDPPH� WR� WKH� 33+�
0RWWDLQDL�SLORW�SURJUDPPH�LQ�OLQH�ZLWK�-DSDQ�3DWHQW�2I¿FH��-32��
DQG�WKH�6SDQLVK�3DWHQW�DQG�7UDGH�0DUN�2I¿FH��,I�7DLZDQ�LV�WKH�
2))�IRU�WKH�SDWHQW�DSSOLFDWLRQ�XQGHU�WKH�33+�V\VWHP��WR�VKRUWHQ�
WKH�ORQJ�H[DPLQDWLRQ�SHQGHQF\�DW�7,32��<HQ�VD\V�WKH�DSSOLFDQW�

in Taipei.
� 7KH� HQKDQFHG� 33+� V\VWHP� ±� WKH� 33+� 0RWWDLQDL� 3LORW�
3URJUDPPH�±�VKRXOG�EH�DEOH� WR� WDFNOH� WKLV� LVVXH��$FFRUGLQJ� WR�
<HQ��XQGHU�WKH�0RWWDLQDL�SURJUDPPH��DQ�DSSOLFDQW�FDQ�UHTXHVW�
DGYDQFHG� H[DPLQDWLRQ� ZLWK� DQ\� SDUWLFLSDWLQJ� RI¿FH� LI� WKH� ¿UVW�
favourable examination results are issued from any participating 
SDWHQW�RI¿FH�

)DVW�7UDFN�3URVHFXWLRQ
� 6LQFH�SDWHQWDELOLW\�UHTXLUHPHQWV�DURXQG�WKH�JOREH�DUH�ODUJHO\�
uniform, sharing search or examination results of one patent 
RI¿FH�ZLWK�DQRWKHU�SDWHQW�RI¿FH�GH¿QLWHO\�SURYLGHV�DFFHOHUDWHG��
FRVW�HI¿FLHQW�DQG�DW�WKH�VDPH�WLPH�TXDOLW\�SDWHQW�SURWHFWLRQ��VD\V�
0HHQDNVKL�.KXUDQD��D�SDUWQHU�DQG�D�SDWHQW�DWWRUQH\�DW�.KXUDQD�	�
.KXUDQD�LQ�1RLGD��(VSHFLDOO\�ZKHQ�DQ�$VLDQ�FRXQWU\�HQWHUV�33+�
SURJUDPPHV�ZLWK�86�DQG�(XURSHDQ�RI¿FHV��VKH�VD\V�LW�JLYHV�DQ�
edge over the examination standard in the Asian country due to 
KLJK�TXDOLW\�RI�WKH�86372�DQG�(32¶V�VHDUFK�DQG�H[DPLQDWLRQ��
 “The PPH arrangement allows the search and examination 

� 7KH�EHQH¿WV�IURP�UHO\LQJ�RQ�WKH�ZRUN�DOUHDG\�GRQH�E\�WKH�PRUH�
H[SHULHQFHG� SDWHQW� RI¿FHV� LQFOXGH� D� FKHDSHU� DQG� H[SHGLHQW�
H[DPLQDWLRQ� SURFHVV�� 7KHUH�PD\� EH� JUHDWHU� FRQ¿GHQFH� LQ� WKH�
YDOLGLW\� RI� WKH�SDWHQWV� JUDQWHG�XQGHU� WKH�PRGL¿HG�H[DPLQDWLRQ�
procedure, says Timothy Siaw, a partner at Shearn Delamore 
LQ�.XDOD�/XPSXU��+RZHYHU�� ³DQ�RYHU�UHOLDQFH�RQ�IRUHLJQ�SDWHQW�
RI¿FHV¶�ZRUN�PD\�LPSHGH�WKH�GHYHORSPHQW�RI�SDWHQW�H[DPLQDWLRQ�
VNLOOV�LQ�0DOD\VLD�´�
� ,Q�WKH�$6($1�UHJLRQ��D�XVHIXO�V\VWHP�LV�D�UHJLRQDO�ZRUN�VKDULQJ�

programme among nine participating 
$6($1� PHPEHU� VWDWHV¶� ,3� RI¿FHV��
called ASEAN Patent Examination 
Cooperation (ASPEC). ASPEC is 
similar to a PPH system, or rather a 
global PPH system, for the nine states 
within the ASEAN region. This has been 
particularly successful for applications 
ZKLFK� DUH� ¿UVW� H[DPLQHG� LQ� 6LQJDSRUH��
the other regional applications in 
9LHWQDP��7KDLODQG��,QGRQHVLD��0DOD\VLD��
the Philippines, Brunei, Cambodia and 
Laos are then examined with reference 
to earlier work done by the Intellectual 
3URSHUW\� 2I¿FH� RI� 6LQJDSRUH� �,326���
thereby greatly expediting grant in these 
countries, says Adam Bogsch, managing 
SDUWQHU�DW�9LHULQJ��-HQWVFKXUD�	�3DUWQHU�

in Singapore. 
 Bogsch says advantages to the ASEAN system include the 
FDSDFLW\� RI� ,326� WR� JHQHUDWH� KLJK� TXDOLW\� UHSRUWV� LQ� D� VKRUW�
turnaround time; the system operates in the English language; 
and the agreement dictates that ASPEC cases must be expedited 
DQG�H[DPLQHG�RXW�RI�WXUQ�DW�WKH�26)��+H�QRWHV�WKDW�WKH�WLPLQJ�RI�
¿OLQJ�WKH�$63(&�UHTXHVW�VKRXOG�EH�SURSHUO\�FRRUGLQDWHG�LQ�WKH�
UHVSHFWLYH�$6($1�FRXQWULHV�VXFK�WKDW�LW�LV�¿OHG�EHIRUH�WKH�¿QDO�
decision of grant or refusal. 

- Amanda Shuai

&RXQWULHV�:LWKRXW�33+�$JUHHPHQWV
 Despite Patent Prosecution Highway programmes providing 
an option for potential patent owners to expedite the examination 
of their applications, there are other platforms which can provide 
a similar approach when a PPH programme is not available. 
� :KLOH�0DOD\VLD�LV�QRW�\HW�D�SDUW\�WR�DQ\�33+�DJUHHPHQWV��WKH�
,QWHOOHFWXDO�3URSHUW\�&RUSRUDWLRQ�RI�0DOD\VLD� �0\,32�� LV� LQ� WKH�
practice of adopting the examination results of the European 
3DWHQW�2I¿FH��WKH�8.�,QWHOOHFWXDO�3URSHUW\�2I¿FH��WKH�86�3DWHQW�

DQG�7UDGHPDUN�2I¿FH��,3�$XVWUDOLD��WKH�-DSDQ�3DWHQW�2I¿FH��DQG�
WKH�6RXWK�.RUHD�,QWHOOHFWXDO�3URSHUW\�2I¿FH�XQGHU�WKH�FRXQWU\¶V�
RSWLRQDO�PRGL¿HG�H[DPLQDWLRQ�SURFHGXUH��VD\V�=DUDLKDQ�6KDDUL��
D�SDUWQHU�DW�6KHDUQ�'HODPRUH�LQ�.XDOD�/XPSXU�
� 6KDDUL�VD\V� WKDW�0\,32�ZLOO�GHIHU� WR� WKH�H[DPLQDWLRQ� UHVXOWV�
IURP� WKH� SUHVFULEHG� MXULVGLFWLRQV� LI� WKH� PRGL¿HG� H[DPLQDWLRQ�
procedure is elected and is likely to grant the application if the 
VDPH�FODLPV�KDYH�EHHQ�JUDQWHG�E\�WKH�DIRUHPHQWLRQHG�RI¿FHV��
ZLWK�VRPH�H[FHSWLRQV��)RU�LQVWDQFH��VKH�VD\V�VRIWZDUH�SDWHQWV�
and methods of treatment are not patentable subject matter in 
0DOD\VLD�

An over-reliance on foreign patent 
RIÀFHV·� ZRUN� PD\� LPSHGH� WKH�
development of patent examination 
skills in Malaysia.
                                          - Timothy Siaw, partner,

                Shearn Delamore, Kuala Lumpur

“
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FDQ�¿OH�D�UHTXHVW�IRU�WKH�7:�6XSSRUW�8VLQJ�WKH�33+�$JUHHPHQW�
([DPLQDWLRQ� 3URJUDP� WR� KDYH� WKH� QRWL¿FDWLRQ� RI� UHVSRQVLYH�
examination opinions issued within six months. The positive 

QRWL¿FDWLRQ�FDQ�KHOS�DGYDQFH�WKH�H[DPLQDWLRQ�SURFHGXUHV�RI�WKH�
corresponding patent application through the PPH. 
 The PPH system is useful where expedited examination is the 
main concern and where it is possible to obtain fast examination 
UHVXOWV� LQ� RQH� FRXQWU\� EDVHG� RQ�ZKLFK� D�33+� UHTXHVW� FDQ� EH�
¿OHG� LQ�DQRWKHU�FRXQWU\��)RU�H[DPSOH�� IRU�DSSOLFDWLRQV�¿UVW�¿OHG�
LQ� 6LQJDSRUH�� $XGUH\�*RK�� D� SDUWQHU� DW� 9LHULQJ�� -HQWVFKXUD� 	�
Partner in Singapore, says the use of the PPH system may be 
EHQH¿FLDO�DV�6LQJDSRUH�FXUUHQWO\�KDV��ZLWK�LWV�UHODWLYHO\�UHFHQWO\�
established Search and Examination 
Unit, the capacity to generate high 
TXDOLW\� UHSRUWV� LQ� D� UHODWLYHO\� VKRUW� WLPH�
due to the number of examiners and the 
lack of a backlog. The applicant is then 
able to use the Singapore search and 
examination results in countries which 
have PPH relationships with Singapore. 
� $FFRUGLQJ�WR�7,32�VWDWLVWLFV�FRPSLOHG�
RYHU� WKH� ¿UVW� KDOI� RI� ������ 33+�
applications in Taiwan have the average 
SHQGHQF\�RI������PRQWKV�IURP�¿OLQJ�WKH�
33+� UHTXHVW� WR� WKH� LVVXDQFH� RI� ¿QDO�
decision. Clearly, Yen says, the PPH 
route is much faster compared to the 
average pendency of 39.8 months for 
QRQ�33+�DSSOLFDWLRQV�
 While many PPH agreements are only 
bilateral rather than multilateral (and 
applicants must therefore navigate multiple PPH programs), 
WKH� UHGXFWLRQ� RI� WLPH� LV� VWLOO� DSSDUHQW�� $FFRUGLQJ� WR� 5HEHFFD�
Chen, foreign counsel liaison at Sugimura International Patent 
	�7UDGHPDUN�$WWRUQH\V�LQ�3DOR�$OWR��&DOLIRUQLD��RQH�RI�WKH�¿UP¶V�
clients received a Notice of Allowance 10 days after submitting 
D� UHTXHVW� IRU� DQ� DFFHOHUDWHG� H[DPLQDWLRQ� XQGHU� WKH� 33+�
programme. She says the average PPH pendency period is four 
to seven months, compared to the average 22 months pendency 
XQWLO�¿QDO�GHFLVLRQ�LV�LVVXHG�E\�WKH�-32�

� 7KH� DYHUDJH� QXPEHU� RI� RI¿FH� DFWLRQV� LVVXHG� E\� WKH� -32� LV�
also reduced with the use of PPH programs. According to Chen, 
WKH� DYHUDJH�QXPEHU� RI� RI¿FH�DFWLRQV� LVVXHG�E\� WKH� -32� IRU� D�

PPH application is between 0.5 and 
������ZKLOH�WKH�DYHUDJH�QXPEHU�RI�RI¿FH�
DFWLRQV�LVVXHG�E\�WKH�-32�IRU�RQH�FDVH�
is 1.10. This reduction is time and the 
QXPEHU�RI�RI¿FH�DFWLRQV�FRUUHODWHV� WR�D�
reduction in cost for clients, she further 
notes.

5HFRJQL]LQJ�([DPLQDWLRQ
5HVXOWV�
 Noticeably, PPH is a means 
to accelerate patent prosecution 
procedures, but it does not mean there 
is mutual recognition of search and/
or examination results on substantive 
issues, says Duan. “That is to say, 
the application which meets the 
UHTXLUHPHQWV�IRU�33+�FDQ�HQWHU�LQWR�WKH�
substantive procedure earlier and be 
H[DPLQHG� IDVWHU�� +RZHYHU�� RI¿FHV� VWLOO�
have to make substantive examination or 
registration in accordance with national 
patent law or perform other review 

procedures for the patent applications.” 
 Sometimes it can be discouraging, especially for the client, to 
get the promised fast action but have it turn out to be a rejection, 
VD\V�SDUWQHU�-HIIUH\�,QJHUPDQ�DW�5RSHV�	�*UD\�LQ�1HZ�<RUN�
� $OWKRXJK�RQH�RI¿FH¶V�H[DPLQDWLRQ�UHVXOW�LV�QRW�ELQGLQJ�ZLWK�DQ\�
RWKHU�RI¿FHV��H[DPLQHUV�PD\�UHIHU�WR�WKHLU�IRUHLJQ�FRXQWHUSDUWV¶�
examination, and it may save time for the examiners as well, says 
Lena Shen, a partner at Sanyou Intellectual Property Agency in 
%HLMLQJ�� $FFRUGLQJ� WR� 6KHQ�� ����RI� WKH� RI¿FH� DFWLRQV� KHU� ¿UP�

received from PPH applications concern formality issues. There 
is usually no challenge of novelty or inventive step issues.
 When the search and examination ability of the second patent 
RI¿FH� LV� ORZHU� WKDQ� WKDW� RI� WKH� ¿UVW� SDWHQW� RI¿FH�� WKH� VHFRQG�
SDWHQW�RI¿FH�LV�OLNHO\�WR�UHVSHFW�WKH�H[DPLQDWLRQ�UHVXOWV�IURP�WKH�
¿UVW� SDWHQW� RI¿FH�� VD\V�$NLR� 7DNDKDVKL�� D� SDWHQW� DWWRUQH\� DQG�
representative partner at Global IP in Tokyo. Accordingly, he 
VD\V��WKH�WRWDO�QXPEHU�RI�RI¿FH�DFWLRQV�PLJKW�EH�UHGXFHG��ZKLFK�
helps to reduce the total cost and time before grant. 

The PPH arrangement allows the 

search and examination results of 

the OFF to serve as a jumping off point 

for the OSF application, reducing 

the OSF’s search and examination 

workload and potentially increasing 

patent quality.

                      - Miaw Lin Soh, department head – patents,

      Advanz Fidelis, Kuala Lumpur

“

” 

The use of the PPH system may 

EH� EHQHÀFLDO� DV� 6LQJDSRUH� KDV� WKH�
capacity to generate high quality 

reports in a relatively short time.

                          - Audrey Goh, partner,

                 Viering, Jentschura & Partner, Singapore

“

” 
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to enter into a PPH agreement with Japan. “We are of view that 
more PPHs will be extended to other countries in Asia,” she says.
� 0DQ\�$VLDQ�FRXQWULHV�DUH�SDUW�RI�D�QXPEHU�RI�33+�ELODWHUDO�
or multilateral agreements with other countries. Sriniwas says 

his Japanese experience, in particular, 
LV�TXLWH�HQFRXUDJLQJ�IRU�33+�VXSSRUWHUV��
,Q�-DSDQ��D�WHFKQRORJ\�EDVHG�HFRQRP\��
implementation of PPH programmes by 
WKH�-32�KDV�VLJQL¿FDQWO\�DFFHOHUDWHG�WKH�
patent examination process, reduced the 
backlog of applications and improved 
SDWHQW�TXDOLW\��
 Japanese companies are expanding 
their overseas business activities 
and increasing the number of patent 
DSSOLFDWLRQV� ¿OHG� ZLWK� IRUHLJQ� SDWHQW�
RI¿FHV��33+�SURJUDPPHV�DUH�D�SRSXODU�
tool for Japanese clients for expedited 
examination procedures, says Sugimura. 
“In fact, the use of PPH programmes is 
more popular in Japan than in the United 
States or Europe.” 
� $V�RI�ODVW�\HDU��6XJLPXUD�VD\V��-DSDQ�
originating applications accounted for 

QHDUO\��������33+�UHTXHVWV��LQFOXGLQJ�33+�DQG�3&7�33+��
� +RZHYHU�$NL�5\XND��D�SDWHQW�DWWRUQH\�DW�5\XND�LQ�7RN\R��VD\V�
PPH programmes do not work well in Japan when it comes to 
obtaining an allowance. “In Japan, PPH works for nothing more 

WKDQ�PHUH�UHTXHVWLQJ�IRU�DFFHOHUDWLRQ��DQG�ZH�JHQHUDOO\�VXJJHVW�
XVLQJ� WKH� UHTXHVW� IRU� WKH� DFFHOHUDWHG� H[DPLQDWLRQ� UDWKHU� WKDQ�
PPH, because it is less expensive and the applicant can amend 
claims differently in Japan.” 
� 0DQ\�6RXWK�.RUHDQ�DQG�86�DSSOLFDQWV�KDYH�EHQH¿WWHG�IURP�
the bilateral PPH programme between the two countries since 
LW�HQWHUHG�LQWR�IRUFH�LQ�������$FFRUGLQJ�WR�.LP��.RUHDQ�SDWHQWV�
FRXOG� EH� LVVXHG�ZLWKLQ� WKUHH� WR� ¿YH�PRQWKV� LQ� WKH�86� YLD� WKH�
33+�URXWH��0RUHRYHU��LW�LV�SRVVLEOH�WR�KDYH�ERWK�.RUHDQ�SDWHQWV�
DQG�86�SDWHQWV�DOORZHG�ZLWKLQ�RQH�\HDU� IURP�WKH�HDUOLHVW�¿OLQJ�
GDWH��$V�D�UHVXOW��KH�VD\V�VRPH�$PHULFDQ�DSSOLFDWLRQV�ZRXOG�¿OH�
WKHLU�¿UVW�SDWHQW�DSSOLFDWLRQV�LQ�6RXWK�.RUHD�XVLQJ�WKH�H[SHGLWHG�
H[DPLQDWLRQ�DIWHU�REWDLQLQJ�)RUHLJQ�)LOLQJ�/LFHQVHV�IURP�WKH�86�
SDWHQW�RI¿FH��DQG�WKHQ�JR�EDFN�WR�WKH�86�WKURXJK�WKH�33+�V\VWHP�

� 'DYLG�+XQMRRQ�.LP��D�SDUWQHU�DQG�DWWRUQH\�DW�ODZ�DW�<RX�0H�
3DWHQW�	�/DZ�)LUP�LQ�6HRXO��VD\V�KH�KDV�QRWLFHG�WKDW�GLIIHUHQW�
jurisdictions have differing degrees of recognition towards other 
jurisdictions’ examination results, as shown from the allowance 

UDWHV� RI� DSSOLFDWLRQV� ZLWKRXW� WKH� LVVXDQFH� RI� RI¿FH� DFWLRQV��
)RU� H[DPSOH�� KH� VD\V� WKH� 86372¶V� DOORZDQFH� UDWH� IRU� 33+�
SURJUDPPHV� LV� EHWZHHQ� ��� WR� ����ZLWKLQ� IRXU� WR� ¿YH�PRQWKV�
IURP�¿OLQJ�GDWHV��+RZHYHU�� IRU�RWKHU�FRXQWULHV��VXFK�DV�-DSDQ��
the allowance rates and backlog times 
DUH�QRW�GLVWLQJXLVKDEO\�EHWWHU�WKDQ�¿OLQJV�
ZLWKRXW� 33+�� .LP� VD\V�� $V� VXFK�� ³ZH�
can say that having a PPH programme 
does not necessarily mean the process 
will be faster. It really depends on how 
WKH�FRXQWU\¶V�SDWHQW�DQG�WUDGHPDUN�RI¿FH�
UHFRJQL]HV� RWKHU� RI¿FHV¶� H[DPLQDWLRQ�
TXDOLW\�´�
 It seems that most examiners, if 
not all, in those countries that permit 
PPH do not give much weight on the 
fact that other country has allowed the 
FODLPV�DQG�JUDQWHG�D�SDWHQW��VD\V�4LDQ�
Huang, a partner at Pillsbury Winthrop 
Shaw Pittman in Washington, D.C. The 
examiners still perform search and issue 
RI¿FH� DFWLRQV� DV� LI� WKH� FODLPV�ZHUH� QRW�
granted in any country. Although paying 
D� KLJK�33+� IHH�PD\� JHW� WKH� ¿UVW� RI¿FH�
action faster, there is no other discernible 
DGYDQWDJH�WR�LW�DW�WKLV�SRLQW��VKH�VD\V��³,Q�IDFW��ZKHQ�ZH�LQTXLUHG�
DERXW� 33+�XVH�ZLWK�(8� ODZ� ¿UPV� DQG�&KLQHVH� ODZ� ¿UPV�� WKH�
UHVSRQVH�ZDV�XQDQLPRXV�±�QRW�ZRUWK�LW��2XU�H[SHULHQFH�RI�XVLQJ�
it evidences the same.” 

Applicants Across and Beyond Asia
 An increasing trend in the use of PPH programmes can be 
seen in the ASEAN countries, says Chien Nee Yew, a senior 
DVVRFLDWH�DW�$',39(1�LQ�.XDOD�/XPSXU��)RU�H[DPSOH��6LQJDSRUH�
entered into the PPH agreements with the US and Japan in 
������DQG�ODWHU�ZLWK�.RUHD�LQ�������7KH�3KLOLSSLQHV��RQ�WKH�RWKHU�
hand, rolled out PPHs with Japan and the US in 2012 and 2013, 
respectively. In 2013, Indonesia initiated a PPH programme with 
Japan. Earlier this year, Thailand was the most recent country 

When applying through a PPH, 
sometimes it can be discouraging, 
especially for the client, to get the 
promised fast action but have it turn 
out to be a rejection.
                                - Jeffrey Ingerman, partner,

                             Ropes & Gray, New York

“

” 

Having a PPH programme does not 
necessarily mean the process will 
be faster. It really depends on how 
the country’s patent and trademark 
RIÀFH� UHFRJQL]HV� RWKHU� RIÀFHV·�
examination quality.
���� ��������� ���������� �� �����'DYLG�+XQMRRQ�.LP��SDUWQHU�

                           You Me Patent & Law Firm, Seoul

“

” 
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to have their corresponding US patent applications allowed. 
� <HZ�VD\V�WKDW�33+�SURJUDPPHV�GR�EHQH¿W�KHU�FOLHQWV�DV�WKH�
H[DPLQDWLRQ� SURFHVV� LQ� WKH� 26)� FDQ� EH� H[SHGLWHG� UHO\LQJ� RQ�

WKH� H[DPLQDWLRQ� UHVXOWV� RI� WKH�2))�� EDVHG� RQ� KHU� H[SHULHQFH�
handling patent applications in many Asian countries in which 
PPHs are available with each other and with the US Patent and 
7UDGHPDUN�2I¿FH� �86372��DQG�RU� WKH�(XURSHDQ�3DWHQW�2I¿FH�
�(32���

'LVDGYDQWDJHV�DQG�/LPLWDWLRQV
� 2Q� WKH� ÀLS� VLGH�� 'XDQ� VD\V� WKDW� WKH� DSSOLFDQW� VRPHWLPHV�
KDV�WR�QDUURZ�WKH�VFRSH�RI�SURWHFWLRQ�LQ�WKH�26)�LQ�RUGHU�WR�EH�
VXI¿FLHQWO\� FRUUHVSRQGLQJ� WR� WKH� FODLP� EDVLV� ZKLFK� KDV� EHHQ�
VHDUFKHG�DQG�H[DPLQHG�E\�WKH�2))�
 This could result in less protection than 
might otherwise have been obtained 
LQ� WKH� 26)�� GHSHQGLQJ� RQ� WKH� 2))�
SDWHQWDELOLW\� UHTXLUHPHQWV� LQ� FRQWUDVW�
ZLWK� 26)� SDWHQWDELOLW\� UHTXLUHPHQWV��
says Soh.
 As such, Chen says clients have to 
choose between obtaining less coverage 
for their invention to comply with the 
UHTXLUHPHQW� IRU� IDVWHU� SURVHFXWLRQ� DQG�
JUHDWHU� FRYHUDJH� ZLWKRXW� WKH� EHQH¿W� RI�
expedited examination. 
� 7KH� FKRLFH� RI� WKH� 2))� EHFRPHV�
important as some claims may be more 
appropriate for acceleration in one 
jurisdiction over another, Sriniwas says. 
)XUWKHU��KH�VD\V�WKH�FKRVHQ�2))�PXVW�EH�
one which has expeditious examination 
process as examination delays in the 
2))�PD\�FXUWDLO�SRWHQWLDO�DGYDQWDJHV�RI�33+�SURJUDPPHV��
� 7KH� TXDOLW\� RI� WKH� 26)� H[DPLQDWLRQ� PLJKW� EH� SRWHQWLDOO\�
FRPSURPLVHG� EHFDXVH� RI� WKH� RYHU�UHOLDQFH� RI� WKH�26)�RQ� WKH�
2))��<HZ�H[SODLQV�WKDW�ZKHQ�DQ�26)�LV�RYHUO\�UHOLDQW�RQ�DQ�2))��
this could lead to a trend of an increasing amount of prior arts 
not being examined nor cited in search and examination reports. 
7KH�2))V�WHQG�WR�IRFXV�RQ�WKHLU�RZQ�FRXQWU\¶V�SDWHQW�GRFXPHQWV�
DQG�RU�OLWHUDWXUH��$V�VXFK��<HZ�VD\V��WKH�86�FLWHV�QRQ�86�SULRU�
DUW�OHVV�WKDQ�����RI�WKH�WLPH��ZKHUHDV�-DSDQ�DQG�6RXWK�.RUHD�
PDLQO\�FLWH�-DSDQHVH�DQG�6RXWK�.RUHDQ�SULRU�DUW��UHVSHFWLYHO\��

 In addition, Sriniwas says some claims may be patentable 
in one country but not patentable in others or may have to be 
amended to be patentable. “The difference in patentability 

standards and examination procedures 
DFURVV� WKH� SDUWLFLSDWLQJ� SDWHQW� RI¿FHV�
poses a serious challenge to PPH 
programmes.” 
� ,QGLD�KDV�D�XQLTXH�VHFWLRQ�LQ�LWV�3DWHQWV�
Act with respect to pharmaceutical 
inventions, which bars patentability to 
new forms of known substances unless 
WKHUH� LV� D� VLJQL¿FDQW� HQKDQFHPHQW� LQ�
HI¿FDF\� RI� WKH� QHZ� IRUP�� DFFRUGLQJ� WR�
.KXUDQD��)RU�LQVWDQFH��D�1RYDUWLV�SDWHQW�
application on the beta crystalline form of 
imatinib mesylate (marketed as Gleevec) 
was rejected in India but allowed in over 
40 other countries. Thus, in countries 
KDYLQJ� VXFK� FRQÀLFWLQJ� SDWHQWDELOLW\�
criteria, she says PPH programmes 
may not be useful as each country will 
have to do the search and examination 
according to their own statues. 

7LPH�DQG�&RVW�5HGXFHG"
� )URP� WKH� SHUVSHFWLYH� RI� WKH� FRXQWULHV� LQ� ZKLFK� 33+V� DUH�
DYDLODEOH�� <HZ� VD\V� WKH� RI¿FLDO� IHHV� DQG� WKH� OHJDO� IHHV� LQ� WKH�
26)�FDQ�EH�UHGXFHG�WRJHWKHU�ZLWK�WKH�VKRUWHU� WLPH�LQYROYHG� LQ�
UHFHLYLQJ�WKH�¿UVW�RI¿FH�DFWLRQ��DV�LQ�FRPSDULVRQ�ZLWK�FRXQWULHV�LQ�
which PPHs are not available.
� ³)URP� RXU� H[SHULHQFH� RI� ¿OLQJ� SDWHQW� DSSOLFDWLRQV� LQ� WKH�86�
WKURXJK�33+��LW�UHGXFHV��RQ�DYHUDJH��DERXW�RQH�RI¿FH�DFWLRQ�SHU�
DSSOLFDWLRQ�´�VD\V�.LP��³$V�WKH�DYHUDJH�FRVW�IRU�UHVSRQGLQJ�WR�DQ�

RI¿FH�DFWLRQ�LQ�WKH�86�LV�DERXW�86��������WKLV�PHDQV�WKDW�HYHQ�
DIWHU�VXEWUDFWLQJ�WKH�FRVW�IRU�UHTXHVWLQJ�WKH�33+��DSSOLFDQWV�FDQ�
VWLOO�HQMR\�DERXW�86�������VDYLQJ�SHU�¿OLQJ��$V�IRU�WKH�WLPH��ZH�
observed that almost 12 to 16 months of backlog time is reduced 
by applying for a PPH into the US.” 
� :KLOH�VRPH�H[SHUWV�¿QG�33+�SURJUDPPHV�KHOSIXO�LQ�UHGXFLQJ�
time and cost, others have had different experiences. 
� $DURQ�5�:LQLQJHU��D�SDUWQHU�DQG�RI¿FH�UHSUHVHQWDWLYH�DW�3HUNLQV�
Coie in Shanghai, says he does not see any reduction in cost. 
Instead, he says, there is often an acceleration of costs because 

When we inquired about PPH use 
ZLWK�(8� ODZ�ÀUPV�DQG�&KLQHVH� ODZ�
ÀUPV��WKH�UHVSRQVH�ZDV�XQDQLPRXV�²�
not worth it. Our experience of using 
it evidences the same.
                                         - Qian Huang, partner,

        Pillsbury Winthrop Shaw Pittman, Washington, D.C.

“

” 

The difference in patentability 
standards and examination 
procedures across the participating 
SDWHQW� RIÀFHV� SRVHV� D� VHULRXV�
challenge to PPH programmes.
                            - G Deepak Sriniwas, partner,

                LexOrbis, New Delhi
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amended more or less so it is almost always necessary for the 

applicant to amend the Chinese application to keep in conformity 

with the foreign application, says Shen. Therefore, she says, 

WKH�WLPLQJ�RI�DPHQGPHQW�DQG�WKH�WLPLQJ�RI�33+�UHTXHVW�¿OLQJ�LV�
important.

 In China, applicants can only voluntarily amend their claims 

ZKHQ� UHTXHVWLQJ� H[DPLQDWLRQ� DQG� ZLWKLQ� WKUHH� PRQWKV� RI�
receiving a notice of entering substantive 

examination. Wininger says that if 

an applicant is past the voluntary 

amendment deadlines, it cannot amend 

its Chinese claims to match the allowed 

US claims. 

� )RU� &KLQHVH� DSSOLFDWLRQV�� RQO\� WZR�
chances are given to the applicant. If 

DOO� WKH� UHTXLUHPHQWV� DUH� QRW�PHW� DW� WKH�
VHFRQG� FKDQFH�� WKH� UHTXHVW� IRU� 33+�
will be rejected, says Xi Bing, a patent 

attorney at Unitalen in Beijing.

 Due to restrictions on timing, the 

PPH is more advantageous for Chinese 

applicants going to the US than vice versa, 

says Wininger. He says that applicants 

may want to pick an “easy” jurisdiction to 

get an indication of patentability and then 

use that to expedite examination in other 

FRXQWULHV��)RU�H[DPSOH��RQH�PLJKW�ZDQW�
WR� VHOHFW� 6RXWK� .RUHD� DV� LQWHUQDWLRQDO�

search authority for PCT applications, available to US applicants, 

Australian applicants, Singaporean applicants, and others.

PPH or Not?
� ,I�FOLHQWV�ZLVK�WR�KDYH�SDWHQWV�JUDQWHG�TXLFNO\�DQG�KDYH�DOUHDG\�
¿OHG�RU�SODQ�WR�¿OH�FRUUHVSRQGLQJ�DSSOLFDWLRQV�LQ�DQRWKHU�FRXQWU\�
or jurisdiction, Sugimura recommends they pursue expedited 

examination via a PPH programme. “It is much less burdensome 

IRU�DSSOLFDQWV�WKDQ�D�VLPLODU�UHTXHVW�IRU�H[SHGLWHG�H[DPLQDWLRQ�YLD�
the accelerated, preferential, or super accelerated examination 

programmes,” she says. 

� )RU�HQIRUFHPHQW�SXUSRVHV��33+�DSSOLFDQWV�PD\�ZLVK�WR�KDYH�
the patent granted early, as they may have discovered infringing 

DFWLYLWLHV�RU�WKH\�PD\�QHHG�WKH�SDWHQW�FHUWL¿FDWH�XUJHQWO\�IRU�RWKHU�

RI�H[SHGLWHG�H[DPLQDWLRQ��VXFK�DV�DWWRUQH\�IHHV�IRU�RI¿FH�DFWLRQ�
responses. “While theoretically results from earlier examination 

FDQ�EH�UH�XVHG�VR�WKDW�UHMHFWLRQV�DUH�PLQLPDO��LQ�DFWXDOLW\��33+�
only guarantees expedited examination, not expedited allowance 

or grant. China is free to do their own search and come up with 

WKHLU�RZQ� LQGHSHQGHQW� UHMHFWLRQV�HYHQ� LI� WKH�RI¿FH�RI�¿UVW�¿OLQJ�
allowed the application.”

 If applying via a normal route without PPH, all one has to do 

is to submit the Patent Cooperation Treaty (PCT) application, 

and there is no other cost incurred to amend the claims. Under 

PPH programmes, Huang says her clients have to use attorneys 

to make sure that the claims granted in another country are 

submitted with a preliminary amendment. At the same time, the 

claims submitted via PPH still have to comply with local laws, 

such as the limit on the number of claims, 

she says. All those incur time and costs 

which do not exist when applying via the 

normal PCT route.

/DQJXDJH�'LIIHUHQFHV
 Different languages have also posed 

challenges for PPH applications. A new 

reference found in one country may 

invalidate the corresponding patent that 

has been issued in another country. 

5\XND�VD\V�WKLV�KDSSHQV�PRUH�ZKHQ�WKH�
examiners in the two countries search 

prior arts in different languages, and 

says that Japanese language references 

are often found after a US patent is 

issued. As the US examiners do not 

search Japanese language references, 

the Japanese references may invalidate 

the US patent. 

� 5\XND� VD\V� WKLV� SUREOHP� FDQ� EH�
avoided by accelerating the Japanese examination, and 

VXEPLWWLQJ�WKH�UHIHUHQFHV�IRXQG�LQ�-DSDQ�WR�WKH�86372�EHIRUH�
the US patent is issued. The resulting US patent is more likely 

valid. 

&KLQD�5HODWHG�&KDOOHQJHV
 Normally, the foreign corresponding application will be 

While, theoretically, results from 
earlier examination can be re-used 
so that rejections are minimal, in 
actuality, PPH only guarantees 
expedited examination, not 
expedited allowance or grant.
                                    - Aaron Wininger, partner,

                        Perkins Coie, Shanghai

“

” 

Clients are looking to have patents 
granted as soon as possible to assist 
in convincing investors that there 
is likely to be a period of market 
exclusivity around the product in 
important jurisdictions.
                                       - Mark Roberts, partner,

                        Davies Collison Cave, Melbourne
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needs, says Shen.
 “The faster the grant means the sooner you can enforce,” says 
Wininger. Also, if clients plan on launching a product in China, he 
says they may want their patents granted faster via PPH so they 
can mark their product and enforce the patent against copycats.
 The PPH is going to be of particular interest to clients who are 
looking for investment to fund their new technology development. 
“Clients are therefore looking to have patents granted as soon 
as possible to assist in convincing investors that there is likely to 
be a period of market exclusivity around the product in important 

MXULVGLFWLRQV�´� VD\V�0DUN�5REHUWV�� D� SDUWQHU� DW�'DYLHV�&ROOLVRQ�
&DYH�LQ�0HOERXUQH��
� .LP�VD\V�KH�ZRXOG�UHFRPPHQG�33+�SURJUDPPHV�WR�FOLHQWV�LQ�
KLJK�WHFK�LQGXVWULHV�ZKHUH�WKH�OLIH�VSDQV�RI�LQYHQWLRQV�DUH�UDWKHU�
VKRUW��0RUHRYHU��KH�UHFRPPHQGV�33+�SURJUDPPHV�WR�FOLHQWV�WKDW�
are already embroiled in litigation and want to strengthen their 
SDWHQW�SRUWIROLRV�TXLFNO\��DV�ZHOO�DV�LQGLYLGXDO�LQYHQWRUV�ZKR�GR�
QRW�KDYH�VLJQL¿FDQW�¿QDQFLDO�PHDQV��,Q�DOO�WKHVH�FLUFXPVWDQFHV��
³ZH� UHFRPPHQG� FOLHQWV� WR� DOVR� ¿OH� SDWHQW� DSSOLFDWLRQV� LQ� WKH�
normal process to ensure that they have additional opportunities 
WR� DPHQG� WKHLU� DSSOLFDWLRQV�� DV� UHO\LQJ� RQ� DSSOLFDWLRQV� ¿OHG�
through the PPH could end their amendment opportunities too 
soon.”
 In the meanwhile, applying through a PPH programme means 
SD\LQJ�KLJK�IHHV�DQG�GRLQJ�D�VLJQL¿FDQW�DPRXQW�RI�ZRUN�ULJKW�DW�
the outset of the application, which may not be a good idea if 
the applicant needs more time for research, and the application 
LQFOXGHV� YHU\� WKHRUHWLFDO� DQG� FRQFHSWXDO� VSHFL¿FDWLRQ�� VD\V�
Sriniwas.

,PSDFWV�RI�*OREDO33+�,3��33+
 There is also an impact here with regards to the current PCT 
ZKLFK�DOORZV�PHPEHU�FRXQWULHV�WR�¿OH�DQ�LQWHUQDWLRQDO�DSSOLFDWLRQ�
to obtain a priority date to enter national phases of the application. 
According to Soh, the written opinion of the international 
searching authority or international preliminary examination 
reports provided by international preliminary examining authority 
XQGHU�WKH�3&7�URXWH�PD\�EH�RI�YDOXH�WR�QDWLRQDO�SDWHQW�RI¿FHV�
EXW�GR�QRW�HQWLWOH�SDUWLHV�WR�UHTXHVW�IDVW�WUDFNLQJ�RI�DSSOLFDWLRQV�

at the national phase. 
 In contrast, IP5 PPH and Global PPH arrangements formalize 
IDVW�WUDFNLQJ� WKURXJK� XVH� RI� 3&7� ZRUN� SURGXFWV� LQ� UHOHYDQW�
countries, says Soh. “It should be noted however that not all PCT 
countries are party to the Global PPH and IP5 PPH programmes. 
$OVR�� WKHVH� SURJUDPPHV� DUH� ODUJHO\� HTXLYDOHQW� WR� HDFK� RWKHU�
in form and effect, which creates a potentially unnecessary 
duplication of routes to achieve expedited examination.”
 Considering that the standard of patentability in each country 
is dependent on its development objectives, Sriniwas says 

standardization of practices at the 
JOREDO�OHYHO�PD\�DIIHFW�ÀH[LELOLWLHV�DW�WKH�
national level and may pose to be a major 
challenge for permanent implementation 
of both Global PPH and IP5 PPH. 
 With the great improvement of the 
HI¿FLHQF\�LQ�LVVXLQJ�WKH�¿UVW�H[DPLQDWLRQ�
UHVXOWV��VRPH�SDUWLFLSDWLQJ�SDWHQW�RI¿FHV�
may usually account for a majority of 
world patent searches and opinions 
and further dominate the criteria for 
SDWHQWDELOLW\� DW� RWKHU� SDWHQW� RI¿FHV�
involved in the programme, says Yen. 
 Likewise, Yen says some giant 
patent applicants may also, within a 
shorter period of time than at present, 
obtain a greater number of patent 
rights from different participating patent 
RI¿FHV�� ³:LWK� H[WUHPH� VFHQDULRV�� WKH�
PPH programme boosting value of 
innovation could possibly accelerate and 
VWUHQJWKHQ�WKH�JURZWK�RI�LQGXVWULDO�SUR¿WV�
overwhelmingly. Such impact might 
UHVKXIÀH�WKH�FXUUHQW�JOREDO�PDUNHW�ZKHUH�

VRPH�FRPSDQLHV�ZRXOG�DULVH�IURP�DFTXLULQJ�HYHU�VWURQJHU�SDWHQW�
portfolios, while others might become marginalized.”

0XOWL�'LUHFWLRQ�+LJKZD\V��
,3��33+�DQG�*OREDO�33+
� 6LQFH�WKH�LQWURGXFWLRQ�RI�WKH�¿UVW�33+�SURJUDPPH��FRQWLQXRXV�
HQKDQFHPHQWV� KDYH� EHHQ� LQWURGXFHG�� WR� LQFOXGH� WKH�0RWWDLQDL�
PRGHO� DQG� VXEVHTXHQWO\� WKH� 3&7�33+� PRGHO�� (DFK� QHZ�
rendition of the PPH programmes has been an improvement over 
LWV�SUHGHFHVVRU��VD\V�&KHQ��7KH�0RWWDLQDL�PRGHO�HOLPLQDWHG�WKH�
UHTXLUHPHQW�WKDW�WKH�SRVLWLYH�UXOLQJ�RQ�SDWHQWDELOLW\�KDG�WR�FRPH�
IURP� WKH�2))�ZKLOH� WKH�3&7�33+�PRGHO� IXUWKHU�H[SDQGHG� WKH�
XVH�DQG�HI¿FLHQF\�RI� WKH�33+�SURJUDPPHV�E\�HQDEOLQJ�FOLHQWV�
to rely on the positive search and examination reports from PCT 
international search authorities. 
 Despite the improvements, this progress, along with the fact 
that most PPH programmes are bilateral agreements between 
two countries, has resulted in the juggling of multiple PPH 
SURJUDPPHV��HDFK�ZLWK�WKHLU�RZQ�SDUWLFXODU�UHTXLUHPHQWV��VD\V�
Chen. 
 She says the IP5 PPH and the Global PPH programmes are 
designed to overcome this problem and to streamline the process 
IRU�DSSOLFDQWV�DQG�SDWHQW�RI¿FHV��
 The Global PPH and IP5 PPH pilot programmes commenced 
on January 6, 2014. Presently both programmes are being run 
on trial basis so as to evaluate their feasibility and determine 
the possibility of fully implementing these programs on a global 
scale, Sriniwas says. 
 IP5 PPH extends bilateral agreements to a multilateral one. 

Despite the improvements, this 
progress, along with the fact that 
most PPH programmes are bilateral 
agreements between two countries, 
has resulted in the juggling of multiple 
PPH programmes, each with their 
own particular requirements.
                          - Rebecca Chen, foreign counsel liaison,

Sugimura International Patent & Trademark Attorneys,

Palo Alto, California
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VWLOO� URRP� IRU� LPSURYHG� HI¿FLHQFLHV� DQG� WKH� FUHDWLRQ� RI� D� WUXO\�
global programme, but the IP5 and Global PPH programmes are 

already a great improvement upon previous systems, says Chen.

� ³$V� HI¿FLHQFLHV� DQG� ZRUN�VKDULQJ� EHWZHHQ� SDWHQW� RI¿FHV�
continue to increase, it will be interesting to see the different 

initiatives that result,” says Chen.

� 6R� IDU�� 6RXWK� .RUHD� DQG� WKH� (8� KDYH� QRW� HQWHUHG� LQWR� D�
bilateral PPH treaty. The IP5 PPH multilateral treaties would 

certainly allow a greater window for 

6RXWK� .RUHDQ� DSSOLFDQWV� WR� HQMR\� WKH�
EHQH¿W� RI� 33+� SURJUDPPHV�� EHFDXVH�
6RXWK� .RUHDQV� ¿OH� PDQ\� DSSOLFDWLRQV�
WR� WKH� (32�� VD\V� .LP�� 6LQFH� WKLV� LV� D�
very recent development, he says he 

has not seen much collaboration so far. 

“We nonetheless expect to see backlogs 

IURP�SDWHQW�¿OLQJV�RI�,3��FRXQWULHV�WR�EH�
UHGXFHG� VLJQL¿FDQWO\�� 2XU� RQO\� FRQFHUQ�
LV�KRZ�WKH�(32�H[DPLQHUV�ZLOO�UHFRJQL]H�
.,32¶V� H[DPLQDWLRQ� UHVXOWV�� :H� KRSH�
mutual recognition is granted to promote 

HI¿FLHQF\�LQ�WKHLU�SURFHVVHV�´�
 As its implementation in Australia 

UHOLHV� XSRQ� ¿OLQJ� D� UHTXHVW� IRU� 33+�
examination of an application before 

examination of the Australian application 

has commenced and there is already 

DQ� LQGLFDWLRQ� IURP� WKH� SDWHQW� RI¿FH�
of allowability on a corresponding 

application, there are only a relatively small proportion of 

FDVHV� IRU�ZKLFK� WKH�33+�KDV�VR� IDU�EHHQ�XVHG��VD\V�5REHUWV��
Nonetheless, he says he has already seen that the system can 

speed examination and reduce costs for applicants.

 Harmonization of patentability standards and examination 

procedures across the world may not seem feasible at this 

stage, but Global PPH and IP5 PPH present an opportunity for 

WKH�SDWHQW�RI¿FHV�DURXQG�WKH�ZRUOG�WR�DUULYH�DW�D�FRQVHQVXV�RQ�
adoption of “voluntary best practices” in examination of patents 

which would provide a much needed boost to innovators world 

over, Sriniwas says.

� :,32�VKRXOG�WDNH�WKH�OHDG�LQ�HQFRXUDJLQJ�PRUH�FRXQWULHV�WR�
explore the options of PPH, whether it is via bilateral, multilateral 

RU� JOREDO�� VD\V�<HZ�� ,Q� DGGLWLRQ��<HZ� VD\V�:,32�VKRXOG� DOVR�
work out a framework whereby the issues in relation to the 

substantive laws of the countries in PPH programmes could be 

addressed or minimized to encourage more applicants to use the 

PPH route.

3DUWLFLSDWLQJ� RI¿FHV� LQFOXGH� (32�� &KLQD¶V� 6WDWH� ,QWHOOHFWXDO�
3URSHUW\�2I¿FH��6,32���-32��86372�DQG�WKH�.RUHDQ�,QWHOOHFWXDO�
3URSHUW\�2I¿FH� �.,32���7KH�VHDUFK�DQG�RU�H[DPLQDWLRQ� UHVXOWV�
DPRQJ� WKH� ¿YH� RI¿FHV� FDQ� EH� VKDUHG�� ZKLFK� EHFRPHV� PRUH�
convenient and saves resources, says Duan. “Before that, there 

ZDV�QR�33+�SURJUDPPH�EHWZHHQ�6,32�DQG�(32��VR�,3��RSHQV�
the gate for European patent applicants to expedite their patent 

granting procedure.”

 As for the Global PPH programme, it is the elongation and 

expansion of IP5 PPH and it is an inevitable trend for PPH 

programmes, says Duan. Wide application through the Global 

PPH system would assist harmonization of the examination 

VWDQGDUGV��%RWK�RI¿FHV�DQG�DSSOLFDQWV�ZRXOG�EHQH¿W�IURP�VXFK�
programs as well, she adds.

 The advantage of the proposed IP5 PPH is that examination in 

WKH�26)�FDQ�EH�H[SHGLWHG�DV�WKH�H[DPLQDWLRQ�UHVXOWV�RI�WKH�2))�
in the IP5 are persuasive in many countries, says Yew. “This 

FRXOG�HQFRXUDJH�WKH�DSSOLFDQWV�WR�¿OH�YLD�33+�LQ�WKH�FRXQWULHV�
which they are reluctant to due to the cost and time in relation to 

the normal route of the examination concerned.”

� +DYLQJ�D�XQL¿HG�33+�SURJUDPPH�FRQVLVWLQJ�RI�DOO�WKH�LQWHUHVWHG�
SDWHQW�RI¿FHV�ZRXOG�QR�GRXEW�DFFHOHUDWH�SDWHQW�SURVHFXWLRQ�PRUH�
HI¿FLHQWO\� WKDQ� WKH� HDUOLHU� V\VWHP� RI� RQH� SDWHQW� RI¿FH� KDYLQJ�
PXOWLSOH�33+V�ZLWK�GLVWLQFW�UHTXLUHPHQWV��VD\V�6ULQLZDV��³,W�ZRXOG��
KRZHYHU�� UHTXLUH� D� FHUWDLQ� DPRXQW� RI� KRPRJHQHLW\� LQ� SDWHQW�
examination procedures and standardization of substantive 

FULWHULD�WR�DVVHVV�SDWHQWDELOLW\��DFURVV�WKH�SDUWLFLSDWLQJ�RI¿FHV�´�

0RUH�&RXQWULHV�,QYROYHG
� +LUR\XNL�+DJLZDUD��D�SDUWQHU�DW�5RSHV�	�*UD\�LQ�7RN\R��VD\V�
while these improved PPH programmes eliminate the need for 

bilateral agreements, applicants still need to apply for treatment 

LQGLYLGXDOO\��7KXV��WKH�SUDFWLFDO�HIIHFW�LV�RQO\�LQ�VLPSOL¿FDWLRQ�EDVHG�
RQ�WKH�SURFHGXUHV�EHLQJ�LGHQWLFDO�LQ�DOO�PHPEHU�MXULVGLFWLRQV��2I�
course, if a jurisdiction not party to a bilateral agreement joins 

one of these arrangements, that is obviously an improvement, 

he says.

 Japan is a member of both the IP5 PPH and the Global 

PPH programmes. The substantive provisions of the two 

programmes are essentially identical, only differing in the 

membership. Bilateral PPH agreements between Japan and 

QRQ�SDUWLFLSDWLQJ� MXULVGLFWLRQ�DUH�VWLOO� LQ� IRUFH��$V�VXFK�� WKHUH� LV�

This could encourage the applicants 
WR�ÀOH�YLD�33+�LQ�WKH�FRXQWULHV�ZKLFK�
they are reluctant to due to the cost 
and time in relation to the normal 
route of the examination concerned.
                         - Chien Nee Yew, senior associate,

ADIPVEN, Kuala Lumpur

“
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33+�SURJUDPPHV�SUHVHQW�DQ�RSSRUWXQLW\�IRU�SDWHQW�RI¿FHV�
around the world to arrive at a consensus on adoption of 

EHVW�SUDFWLFHV�LQ�SDWHQW�H[DPLQDWLRQ�


